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Cross-border Litigation
Again? This Time the
Legislator Intervenes

VINCENZO JANDOLI

- Allocation of jurisdiction; EC law; European
patents; Infringement; Italy

Regulation 864/07

In application of the Brussels Convention, dated
September 27, 1968, on jurisdiction and the recognition
and enforcement of judgments in civil and commercial
matters (amended by Regulation 44/2001'} many cross-
border decisions have been rendered. Indeed, the courts
of an BUJ Member State are allowed to render decisions
against a person domiciled in that Member State, even
where the facts with which such persen is involved have
occurred abroad.?

Accordingly, the courts of a number of EU Member
States, including the Netherlands, the United Kingdom,
Germany, Belgium, France and Iraly, have rendered
many decisiens on cross-border jurisdiction on magters
of violation of intellectual property rights (trade marks,
patenits, copyright, design and denomination of origin).

In these cases, there have been several interpretations,
some of them being more restrictive than that of
cross-border injunction (among others, the approach
followed by the British courts is not partcularly
favourable to cross-border litigations), and some being
less restrictive (Dutch, Belgian and German courts).* In

1 For the sake of convenience, her¢inafter when referring to EC
regulations on jurisdiction, I will only mentien said Regulation,
unless T make an explicit reference to the Brussels Conventon.
2 Inmattess relating to tort, exceptions to this principle set forth
in art.? are provided where there are a pumber of defendants
resident or domicited in a number of Member States, whereby
all defendants may be sued in the courts for the place where any
one of them s domiciled (art.6.1), or a defendant may be sued
in the courts for the place where the tort occurzed or may occur
(art.5.3).

4 The Duteh cours, which have initiated this trend (the mest
remarkable precedent is the Hoge Raad decision in Lincoln
w Frerlass, November 24, 1689, BIE 1991, 89). German
courts have ruled scveral times that cress-border actions are
possible. See General Hospital v Braceo, WIPO September
1096; other German decisions ave reported in the court’s
annual reports 1996, 1 Kettenbandfoerderer 15 1998, 92
Schussfedengreifer; Diisseldorf Court of Appeal, GRUR Int
2000, 776, 777—Impfstoff; Disselderf District Court, InsiGE
1, 813, For France, sec Enrosensory v Tieman, January 28, 1994

Italy, there was an initial favourable approach,* followed
by a “revirerment’—a complete change—also due to an
improper use of Italian Torpedo actions.

However, it may be pointed out that, all in alj,
in Burope, cross-border litigations were held to be
admissible. This is at least until July 13, 2006, i.e.
when the European Court of Justice (ECJ) rendered the
decision in the Rocke v Primus case,® which concerned
a patent dispute. Indeed, the ECJ held that every court
has its own absolute territorial jurisdiction in relation to
the assessment of infringement of the individual national
portions of a European patent. This decision produced
the effect of nearly paralysing the various European
cross-bordet litigations. In addition to this, said decision
cannot be considered a “non liquet” to cross-border
litigations per se, as many authors wrote, but reduces
the possibility for them to be taken up pursuant to
art,6.1.7

¢in RD prope. intell, 1995 No.57, p.13); for other approaches
see Court of Appeal of Paris February 16, 2007 (SCS fTeksiil).
For Belgium, see the decision of Seprember 14, 2001, confirmed
in appeal, although the Brussels Court of First Instance granted
the cross-border interim relief and yet provided that it would
cease to be effective when the Court having jurisdiction pursuant
te art.22.4 of Regulation 44/2001 declared the invalidiyy of
the national patent. In support of cress-barder litigations, see
Brussels Boarg of Appeal, June {5, 2004 in (2005) 1(1) Jourtal
of Intellectital Property Lam and Practise,

4 Court of Bolzane, order of April 22, 1998 in Giurisprudenza
Italizna 1699, file V, p.1016; and Court of Turin, May 19, 2000
in Gadi 4224; see also Court of Brescia in Ttalian Tarpedo,
(2000) 31 LL.C. 783.

5 The ghenomenon is known by many as Imlian Torpedo
(see Franzosi, “Wortd Wide Patent Litigation and the Ttalizn
Torpedo® (1997) 7 BLP.R, 382 and “Torpedo are here to
stay” (2002) LL.C. 154 and Jandeli, “The lwalian Torpedo™
(2000) 31 1I.C. 783, in Dtaly has led to an increase in cross-
border lifgations in matters of industrial law and declaration
of non-infringement. This resulted in a twofold reacton. On
the one hand, under diffeent aspects many Italian courts have
denied their judsdiction pursuant ta art.5.3 (see Supreme Court
decision 19550 of December 19, 2003 in Dir Industdale (2004),
p.429)—althongh in fact Supreme Courr decision 19530/03
does not seem 10 autematically apply to cases regulated under
Regulation 44/2001; to this regard, see Franzosi, “TTALIAN
TORPEDO: perch: un cavailo bianco non & un cavalla”,
Dir Industrizle (2004), p.429; and hep:ffwwe franzosi.camfitaly!
arzicoliflegals48, kim [Accessed February 12, 2009]). On the other
hand, the well-known criticism concerning the stowness of
court proceedings has somehow served as a stimulus o speed
up decisions; indeed, many cases, zlso concerning matters of
industrial law, experenced 2 rapid acceleration, which is also
thants to the recent reform of the Gode of Civil Procedure
(Law 263 of December 28, 2005 and Law 51 of Febmary
23, 2006), which became effective on March 1, 2005, and
upon indication of the legislator, this providing thar: “The
Govermment is delegated to implement . . . one or mote decree-
laws aimed &t securing a mote rapid and effective sextlement of
court procesdings in matters of national and Community trade
marks, patents for industrial inventions and for new vegetable
species, wtility models, designs, models and copyrights as well
as i unfair competition cases interfering with the protection of
industrial and intellectual property. . ' (Law 273 of December
12, 2002, “Misure per favorire |'iniziativa privata ¢ lo sviluppo
delia concorrenza™—hieasures (o promote private initiative and
competition development—art. 1 6(1).

6 Rocke Nederlund BV © Primus (C-539/03) [2006] E.C.R,
1-6535.

7 In this direcdon, see Court of Milan, March 26, 2007,
No.3763 and Court of Appeal of Milan, March 2, 2004,
No.628/04.
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It has been considered rather odd—perhaps a
coincidence—that the Community legislator, who
immediately after the ECJ decision in Roche v Primus
intervened with Regulation 864/2007, has provided
the possibility for the individual courts of a Member
State to apply the laws of other countries in relstion
to cross-border litigations, thus inevitably giving the
scized court the possibility to render decisions producing
effects in other countries. Regulation 864/2007 relates
to the law applicable to non-contractual obligations.
This Regulation came into force on January L1, 2009
{see art.32).

In particular, Regulation 864/07 also relates to the
violation of industrial property rights (art.8%). In such
case, the court of a Member State is called to apply
the law of the place where the national patent or trade
mark is infringed. It is evident that the application of
such Regulation requires that the court has jurisdiction
over the case under dispute; yet the fact alone that the
Community legislator has regulated the case that the
court may (or better, is to) decide on the infringement
of trade marks or patents which has occurred abroad
by applying the law of other countries constitutes
an inevitgble incentive for the prosccution of cross-
border litigations in matters of industrial law, Above
all, it is evident that the Community legislator intends
to push the development of the legislative system in
order to encouzage cases which possibly occurred in a
number of EU Member States to be decided in a single
proceeding (in the jurisdiction of choice: the defendant’s
domicite). Perhaps this is to avoid conflicting decisions
as in the Epilady case.’ Furthermore, Regulation 864/07
cannot be alleged to relate only to so-called European
industrial property rights (Community trade marks
and Community models). Indeed, these “‘European”
property rights are expressly regulated under art.8.2,%
which concerns intellectual and unitary Community
property rights, while when referring to intellectual
property rights, arts 8.1 and 8.3 refer to other industrial
property rights (including the so-called local/national
portions of Buropean patents).!' Besides, some are

8 Article 8
“Infringement of Intellectual property rights
1. The law applicable to a non-contractual obligation
arising from an infringement of an intellectual property
right shall be the law of the country for which
protecrion is claimed.
2. In the case of & non-contractual obligaton arising
from an infringement of a unitary Community
intellectual property right, the law applicable shall,
for any question that is not governed by the relevant
Community instrument, be the law of the country in
which the zct of Infringement was committed,
3. The law applicable under this Article may not be
derogated from by an agreement pursuant to Article
PR
0 ¢f, e.g Epilady VIT [1993] G.RULR. at 242 (Int.); Hpiady
XTI [1993] G.R.U.R. a1 252 (Int); Epilady UK [1990] 21 App.
Cas. 2t 561 {L1.C.). Sea also the related discussion in Expandable
Grafis Partnership v Boston Seientific BV [1999] F.S.R. 352 at 358
(no.18 s.). See also J. Straus, “Patent Lidgation in Burope—A
Glimmer of Hope? Present Status and Fuwire Perspectives™,
agp:iflaws. westl, echelfournali2/p403srravs. pdf  [Accessed February
12, 2009}
10 Reproduced abave, see fun.8.
11 Besides, the application of the nationat law by the courts
of the Member State of 2 Community trade mark is already

already convinced that cross-border fitigations are
absolutely compatible also with art,6.1 of Regulation
44/01 {in this sense, Roche/Primus, November 30, 2007
somehow criticises the aforementioned decision of July
13, 2006 rendered by the ECJ, as reported by the UK
Court of Appeal on March 6, 2008 in Research in Aotion
UK v Visto Corp'?).

Requirements of Regulation 864/2007

The preamble of Regulation 864/07 provides that the
aim of its enactment as intended by the legislator is
to implement the Hague Programme adopted by the
Council of the Buropean Union on November 5, 2004;
which stated that Regulation 864/07 is to be in line with
Regulation 44/01 on the jurisdiction of courts of the
Member States (Recital VIL).!

The courts of 2 Member State apply the law of another
Member State where they are competent to decide on
the cases submitted to them. Thus, in considetation of
the close connection between Regulation 864/07 and
the previous one on jurisdiction, in order to understand

envisaged in art.93 of Regulation 40794 of December 20, 1993
on Community trade marks, according to which:
“1, Subject to the provisions of this Regulation as well
as to any provisions of the Convention en Jurisdiction
and Enforcement applicable by virtue of Article 90,
proceedings in respect of the actions and claims
referred o in Artels 92 shall be broughtin the courts of
the Member States in which the defendant is domiciled
o, if he is not domiciled in 2ny of the Member States,
in which he has an establishment.
2. If the defendant is neither domiciled nor has an
establishment in any of the Member Sutes, such
proceedings shall be brought in the courts of the
Member State in which the plaintiff is domiciled or, if
he is not domiciled in any of the Member States, in
which he has an establishment.
4. If neither the defendant nor the plaintff is
so domiciled or has such an establishment, such
proceedings shall be brought in the courts of the
Member State where the Office has its seat.
4, Notwithstanding the provisions of paragraph 1, 2
and 31
(a) Article 17 of the Convention en Judsdiction
and Enforcement shall apply if the paries agrez
that a different Community trade mark courz shall
have jurisdiction;
(t) Article 18 of that Conventden shall apply if the
defenrdant appears before a different Community

trade mark gourt. . .
5. Proceedings in respect of the actions and claims

referred to in Articlz 92, with the exception of actions
for a declaration of non-infringement of a Community
rade mark, may zlso be brought in the courts of 2
Member State in which the zct of infringament has
peen committed or threatened, or in which an act
within the meaning of Artcle 9 (3), second sentence,
has been committed.”
For models, see arts 79/82 of Regulation 6/2001.
12 Research in Mption UK v Visto Corp [2008] EWCA Civ 153,
13 The Hague Programme adapted by the Buropean Council
of November 5, 2004 expressly provides, under point 3.4.2, thar
mutual recognition of decisions is an effective means of protecting
citizens’ rights and securing the enforcement of such rights across
European borders. The prosecution of the implementation of
the programme of measurss concerning mutusl recognition is to
constitute a crucial priority of the next few years, 50 1o guarantee
its completton within 2011, The work on the projects illustrated
will have to progress in 2n active manner, and the cenflict of
taw regarding non-contractual obligations will be solved with the
Rome II project ([2005] O] C53/133)
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the efficacy and most of all the innovative impact of
the former, it is necessary to describe, even briefly, the
articles of Regulation 44/01 that are most discussed with
regard to cross-border litigation,

The Community legislator wants to avoid the
imprudent use of forum shopping. Although it is true
that according to arts 5.3 and 6.1 a person may summon
a party alternately before a number of courts, it is also
true that the basic principle underlying Regulation 44/01
is the certainty of law {place of jurisdiction established in
edvance by law), 2and thus that the rules on jurisdiction
must be highly predictable (see recital 11 of Regulation
44/01). For this reason, the ECY has repeatedly pointed
out that special jurisdictional rules, alternative to art.2,
must be restrictively interpreted.!® In other words, there
must be the reconciliation of two different interests and
the meeting of two different needs, i.e. the plaintiff’s
need to identify easily the court to be seized; and
the defendant’s need reasonably to predict the court
before which it may be summoned.” Accordingly, the
articles frequently appealed to for founding cross-border
jurisdiction in matters of industrial law will have to be
applied on the basis of these two principles, ie. the
general principle set forth in art.2 and that of alternative
jurisdictions set forth in arts 5.3 and 6.1.

The general rule on jurisdiction and
“alternative jurisdictions”

The alleged infringer may be sued by the plaintiff
in the courts of the Member State where the former
resides ot is domiciled. Accordingly, the courts of the
place where the person committing the alleged tort is
demiciled shall be competent t¢ decide on the claim
for compensation of the damage caused as a result
of the tort also outside that Member State.'® Indeed,
relevance is given neither to the fact that the plaintiff
resides or s domiciled in a non-EU country nor to
the fact that the allegedly harmful event cccurred in a
non-EU country.'” Besides, itis worth pointing out that
with regard to the defendant’s demicile, according to
Ttalian law the elected domicile which is indicated when
filing 2 national portion of & Burepean patent cannot be
regarded as a defendant’s domicile for the purposes of
art.2 of Regulation 44/2001.%®

Thus, within the mezning of art.Z, apparently courts
have no problems in admitting their jurisdiction in

14 Se: Reisch Montage AG v Kiesel Baumaschinen Handels
GmbH (C-103/05) [2006] B.C.R. I-6827 Kronkofer v Mader
(C-168/02) 2004} E.C.R.1-6009; [2004] IL.L.Pr. 27.

15  Kronkoferv Maier (C-168/02) [2004] E.C.R. I1-6009; [2004]
LL.Pr. 27.

16 See Handelswekerif GF Bier BY v Mines de Potasse d'Alsace
SA (21/76) [1976] B.C.R. 1733; [1977) 1 C.M.L.R. 284 and
Skevill 0 Presse Alliauwee 84 (C-68/93) [1993] E.C.R. 1-415;
{1895] I.L.Pr. 267,

17 In this direction, see Onuesu v Fackson (ta Ville Holidays Bal
Inn Villag) (C-281/02) [2005) E.C.R, 1-1383.

18 1In this direction, see Court of Milan, January 24, 2004,
decision 1116/04 of January 24, 2004, Clondiag Chip Technelogias
GmibH/Eppendorf Aray Technologies SA (unpublished); in the
same direction, see the Supreme Court ent banig, August 8; 1989,
No.,3657, in Giust. Civ. Mass 1989, files 8-2; Couri of Appeal of
Milan, March 2, 2004, decision 629, in Dir. Industriale (2004},
431 commented by Franzosi,

relation to infringing torts occurred in other countries,
even non-EU countries, In fact, some restrictions could
exist in cases where claims—or pleas—of nullity were
raised, but this will be discussed below™ in the next
section.

Article 5.3 provides that the courts of the Member
State where the harmful event occurs or may ccour
also have jurisdiction, The application of such article
has been long discussed in the past, also because of its
symmetric application in Italian Torpedo actions, but
this has already been discussed above in fn.5, and this
article does not aim to deal with said issue. Besides,
art.5.3 is not particularly relevant with regard to the
innovative extent of the provisions that are applicable
with Regulation 864/07, as the seized Court—for the
place where the unlawful event occurs—actually would
only apply the nationa] law.

The other alternative place of jurisdiction is pravided
by art.6.1, such that where there are a number of
defendants, the courts for the place where any one
of them is domiciled have jurisdiction with regard to all
defendants. Apparently, there are huge possibilities for
forum shopping, and vet these are limited by the fact
that it is necessary for the claims to be closely connected,
as expressly provided by the new art.6.1 of Regulation
44/01 (partially amending the previous art.6.1 of the
Brussels Convention?®). Specificaily, the “additional”
requirement is that:

« _. the claims are so closely conmected that it is
expedient to hear and determine them together to
avoid the risk of irreconcilable judgments resulting from
separate proceedings”.

The ECJ excluded the application of said article
to patent infringement cases, and held that it was
applicable only in the context of the same situation
of law and fact.?* Indeed, the Court held that:

*_ ., where infringement proceedings are brought before
a number of courts in different Contracting States in
respect of a Buropean patent granted in each of those
States, against defendants domiciled in those States in
respect of acts allegedly committed in their territory,
any divergences between the decisions given by the courts
cancemed would not arise in the context of the same legal
situation. Any diverging decisions could net, therefore,
be eated as contradictory™. 2

Therefore, according to the EC], the identity of
the individual factual situations is not sufficient (for

19 In thise direction, see Cottier Veron, BC Regulation
44/2001, 2007, “International and Buropean IP Law Trips,
Pads Convention, BEuropean Enforcement and Transfer of
Technology” (Kluwer Law International, 2008), p.276.
20 The previous article provided that
“A person in Contractng State may also be sued:
(1) where is one of a number of defendants, in the courts for

the place where an{ of them is domiciled™.
Then, the new art.6.1 has provided that:

“A person domiciled in a Member State may slso be sued:
1. where he is one of a number of defendants, in the courts
for the place where any one of them is demiciled, provided
the claims are so closely connected that it is expedient 1o hear
and determine them together to avoid the risk of itreconcilable
judgments resulting from separate proceedings.”

21 Reche Nederiand BV v Primus {G-539/03) [2006] E.C.R.

[-6533, .

22  Roche v Primus at [31] & {32].
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example, in a claim of infringement of an identical
product):

“ it is apparent from Article 64(3) of the Munich
Convention that any action for infringement of a
European patent must be examined in the light of the
relevant national [aw in force in each of the States for
which it has been granted”’ .

In fact, the new possibility admitted by the courts of a
Member State to apply the laws of 2 number of countries
is supposed to allow to overcome the “situation-of-
law™ restriction. This would allow an easier and more
harmonious application of art.6.1, as will be seen below.

Some point out that the restrictive extent of cross-
border litigation envisaged by the ECJ in the Roche
v Primus judgment may be mitigated where it is
demonstrated that in case there is a number of
defendants, the person being domiciled in the territory
of the state where the action has been brought is not
only the “spider in the web”,?* but has really committed
wnlawful acts also in the territory of the states where the
other defendants are domiciled.® This interpretation
may be argued because in the aforementioned judgment,
the ECT expressly provided that even in the context of
the same factual situation, in any case the legal situation
resulting from the application of a different [aw would
inevitably lead to different legal cases, and as such,
these would not be so closely connected as required by
art.6,L.2

The problem of special jurisdiction pursuant
to article 22.4 of Regulation 44/01

What happens if the defendant files & counterclaim—or
raises a plea—of nullity of the intellectual property right
enforced? This is & problem critically raised by the
UK High Court with regard to cross-border litigation,
whereby it was pointed out that due to the restriction
provided in art.22.4—according to which the courts of
the Member State in which the deposit or registration
of the industrial property right has been applied for
have exclusive jurisdiction in proceedings concerning
the validity of such right—the courts of a Member State
cannot render their decisions in proceedings concerning
the infringement of a non-naticnal industrial property
right, because the action for declaration of infringernent
is often necessatily connected with a declaration of
validity of the industrial preperty right itself.

23 Roche v Privaus at [30],

24 Definition coined in the Netherlands, see for all Hoge Raad,
case Rocke v Pripnes, December 19, 2003,

25 1In this direction, see Cottier Veron, *International and
Buropean 1P Law Trips”, p.282. A similar approach is taken
by the UK Court of Appeal in Research In Motion UK Lid v
Visto Corp [2007] EWHC 1521 (Pat). In the same direction,
the Court of Appeal of London (Supreme Court of Judicator,
Court of Appeal, February 6, 2008) also held that cross-border
litigation in patent matters is contemplated within the meaning
of art.6.1.”

26 Roche v Primus at [34] and [35].

27 Fort Dodge Amimal Health Lid v Akzo Nobel (1597) 20(12)
LP.D. 20129.

By judgment of July 13, 2006 in GAT v LuK® the
BECJ confirmed that the exclusive jurisdiction relates
to all proceedings concerned with the invalidity of
an industrial property right regardless of whether the
question is raised by way of an action or a plea in
objection, In both cases, the courts for the place where
said industrial property right has been deposited or
registered shall have exclusive jurisdietion.?® It follows
that in these cases the seized court cannot render its
decision on the validity of an industrial property right
of another countey on the one hand and, on the other
hand, should a claim or plea of nullity be raised, the
court shall apply the national jurisdictional rules, and
thus will decide whether or net to stay the proceedings
(see “Final remarks’ below).

The innovative extent of Regulation 864/07

Accordingly, the courts of the Member State having
jurisdiction pursuant to art.2 of Regulation 44/01 have
unrestricted jurisdiction over infringing torts which
oceur in other Member States, and—reasonably—in
non-EU countries (excluding claims or pleas of nullity
possibly raised by the defendant). As already pointed
out, then, if jurisdiction is contemplated pursuant to
art.5.3 of Regulation 44/01, the application of the
law of snother state is not an issue. If the court is
seized according to art.6.1 of Regulation 44/01, there is
restriction set forth in the BCJ Rocke judgment of July
13, 2006,

Although it is true that said validations can only
confer the same rights (see European Patent Convention
(EPC), art.64.1), it is aiso true that the same extent
of protection identitied pursuant to EPC art.69 may
be assessed differently depending on the individual
European country where it is applicable.®® Similarly,
actions for infringement are dealt with by naticnal
law {EPC art.64.3), However, these considerations
cannot be regarded as valid conditions for talking
about different rightsititles, in particular following the
recent impulse given by Regulation 864/07, In fact
since cross-border jurisdiction is undisputable in cases
where the infringing tort was committed abroad by the
defendant sued pursuant to art.2 of Regulation 44/01,
and art.§ implies—or in any case requires—that courts
may render their decisions also on patent infringements
occurring abread, it is evident that courts are to
decide on the infringement occurring in a number of
countries by appiying the laws of those countries. In
such case, therefore, courts may have knowledge of
g number of different juridical sitwations™, and there
is a real possibility of having conflicting judgments,
as provided by the Community legislator. Yet, why
on earth, then, should the case be different if, for
example, the same infringing tort was committed by
the other local distributor sued pursuant to art.6.1?
Perhaps an example will help. Suppose an Italian

28 Gescllschaft fir Aniricksiecchnie mbH & Co KG (GAT) ©
Lamellan und Kupphogsbau Beteiligungs KG (Luk) (C-4/03)
[2006] B.C.R. 1-6509.

29 In the same direction, Court of Milan, December 10, 2007.
30 TIn this directon, see Pagenberg, Comrish Interpretation of
Patenis in Buropez (Heymanns, 2006) p.4.
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company manufactizres binoculars in Ttaly, which are
distributed ins Fratice, This company is sued in an Italian
court because the binoculars zallegedly interfere with a
Buropean patent ““validated” in Italy and France. The
Italian court according to art.8 of Regulation 864/07 will
have to apply the French law to assess the interference
between the binoculars and the French portion of the
patent.”* Let us assume that the Italian court renders a
declaratory decision of infringement. At the same time,
the French court is seized by the French distributor
of the same binoculars for a declaratory proceeding of
non-infringement of the French portion of the Buropean
patent. What happens if the French court declares the
non-infringement of the binocufars with regard to the
same patent? There would be two contradictory and
irreconcilable decisions, Thus, it is evident that art.6.1 is
to find application in proceedings conceming industrial
law right as a consequence of Regulation 864/07°s entry
into force. Indeed, then, this could inevitably bring
national [aws closer to one another, and prevent the
damaging effects of any contradictory decisions.

Therefore, Regulation 864/07 has a strongly innova-
tive extent, for two essential features:

o It sets itself up as a sort of framework law that
throughout Eurepe uniformiy allows the courts of
the scveral Member States to apply the laws of a
number of Member States—and not the law of a
single Member State—to the same fact and with the
same connecting factors,*

« It requires the courts of the Member States also
to apply the law of another country, not necessarily

31 To this regard, one might object that art.15 of Reguladon
864/07 does not provide the application of lacal laws on damages
and intedim measures to identify the scope of protecdon of the
darmaged tight or of its possible infringement. One might reply
that logtcally speaking, in order to decide on the damages, the
court may also decide on the tort, In any case, pursuant 1o art,62
of Law 218/1995, Italian courts ate to apply the laws of the place
where the unlawtul event occurred.,

32 In Italy, this rule was first set forth in the provisions on the
general law (pucsuant o art. 17/31), and then by Law 218 of May
31, 1945, according to which in several cases it was envisaged
that courts applied the law of a foreign country. Specifically,
the differcnce benveen sald provisions succeeding each other
lies in the fact that prior te Law L.218/95, the partics had the
burden to point out to the court whethier the laws of another
country were applicable, and how they differed from the Ttalian
law, whereas afterwards it was the court that had to gather szid
information, Indeed, “a5 regards legal actions taken up prier to
Law No.218 of 1995, should a party call for the application of a
foreign Jaw and highlight the difference thereof from the Italian
Jaw, the same parry shall identify such foreign Jaw and manage to
provide any and all documentation required to enable the court
10 eXpress its conviction with respect to the application of such
different law, Accordingly, failing this, if the court can have no
direct knowledge of the foreign law, based on the elements filed
in the records, the court shall have to refer 1o the laws of Ttaly”
(see Civil Supreme Court 7250 of March 29, 2008). Teday,
in matters of tors, art.62 of Law 218/1985 provides that tort
liability is regulated under the laws of the country where the tort
occutred; yet the damaged party may call for the applicadon of
the law of the country where the event giving rise to the damage
cceurred, In such cases, it is the court that should identify the
applicable law, aithough obviously relying on the co-operation of
the parties to the suit (in this regard, see also Ballarino, Manuale
brepe di diritto internazionale private (Cedam, 2007), p.223.

that of a Member State.*® Therefore, should the tort
have occurred in 2 nen-EU country, the seized court
of the Member State will have to apply the law of
the country where said tort ocowrred, This is hardly
applicable to other non-EU countries. Indeed, in
the United States, for example, courts have always
raised many doubts with regard to the fact of
having jurisdiction over cases occurring outside the
United States, For example, the Supreme Court
repeatediy held not to have jurisdiction over cases
of infringement of British patents.™

Connecting factors of Regulation 864/07

Article 4 of Regulation 864/07%is the general connecting
rule. This provides that the applicable law is the law of
the country where the damage occurs.

This connecting factor somehow follows art.5.3 of
Regulation 44/2001 (referring to the place where the
harmful event occurs or may occur). In order to
understand where “the place where the damage occurs”
is, it is useful to refer to the different interpretations given
by the court with regard to what is to be regarded as
“the place where the harmful event ocours”, Certainly,
this is not the place where the damaged party alleges to
have suffered pecuniary damages as a consequence of
an initial damage arising and suffered by the victim in
another contracting state (sce Marinarf (C-364/939). Tt
was also held that the place where the damage occurs is
the place where the event giving rise to it—which results
in the lability of the person committing the delict or
quasi delict—produced its harmful events against the
victim: in the case of an international likel through

33 See art.d: “universal application: the law designated by this
Regulation applies even where it is not the law of 3 Member
State”,
34 Sec United Mine Workers of Am. v Gibbs, 383/US 713,
725/1976, 13B; Wright Miiler, Cooper and Freer, Federal
Practice and Procedure, para.3567.1, No.42; in pardcular, Stein
Assoctates e v Heat and Control Inc, 748 F.2d, 653, 658 (Fed.
Cir. 1984)—*‘only 2 Bridsh Court applying British Law, can
determine validity and infringement of British parents"; in the
same direction, see the recent decision of the Court of Appeal in
Veda v Cordis, February 1, 2007, in the US Court of Appeals for
the Federal Circuits.
35 Regulation 864/07:
1. Unless otherwise provided for in this Regulation,
the law applicable to a non-.contractual chligation
arising out of a tort/delict shall be the law of the
ceuntry in which the damage oceurs irrespective of the
country in which the event giving rise 1o the damags
oceurred and irrespective of the counuy or ceuntries
in which the indirect consequences of that event occur,
2. However, where the person claimed to be lisble and
the person sustaining damage both hava their habimal
residence in the same country at the time when the
damage occurs, the law of that country shall apply.
3, Where it is clear from all the circumstances
of the case thac the tort/delict is manifestly more
closely connected with a country other country shall
apply. A manifestly closer connection with another
country might be based in particular on a pre-
existing relationship between the parties, such 8s a
contract, that is closely connected with the tert/delict
in question™.
36 Inthe same direction, see Civil Supreme Court May 5, 2006
Ne.10312 in Foro it. 2006, 12 3388, comments by PORRECA,
and Civil Supreme Court en bane, December 13, 2005, No.27403
in Giust, <iv. Mass. 2005, 12,
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press, the injury caused to the honour, reputation
and good name of a natural or legal person occurs
in the places where the publication is distributed (see
Shewii™). Yet, on the one hand art.4 of Regulation
864/07 excludes the application of the law of the place
where the event giving rise to the damage occurs, and
on the other hand it also excludes the law of the country
in which the indirect consequences of such event occur.
Accordingly, relevance is given neither to the place
where the event giving rise to the tort occurs {thus,
in patent infringement cases, the manufacture of the
infringing product per se may be considered the harmfist
event, but not the events giving rise to such production,
unless such events themselves amount te independent
torts), nor to the place where the damaged party has
suffered pecuniary damage (also in line with the ECJ’s
decision in Shevil).

In matters of industrial law, however, another
connecting factor is applicable, i.e. the law of the
place where the allegedly violated industrial property
right is valid and effective (see art.8.1%*), Thus, in the
case of an Ttalian company that has manufactured and
marketed & given product, distributed in Italy, Germany
and France, Italian courts (seized pursuant to art.2
of Regulation 44/01) may render their decisicn on the
infringement of the Italian, German and French portions
of the patent enforced, by applying the Italian, German
and French laws, respectively, pursuant to art.8.1,

In unfair competition cases, yet another connecting
factor applies, i.e. the law of the place where competitive
relations or the collective interests of consumers are, or
are likely to be, affected. Where the interests of a specific
competitar are exclusively affected, then the general rule
mentioned above under art.4 (arts 6.1 and 6.2} will

apply.”

Scope of the applicable law

What are the aspects of the litigation which the courts
will consider to be the law of another country?

17 Shevill v Pressz Alliancz 54 (C-68/93) [1995] E.C.R. I-415.

38
“1. The law applicable to a non-contractual cbligation
arising from an infringement of an intellecrual propesty
pght shall be the law of the country for which
protection is claimexd,
2. In the case of a non-contractual obligation arsing
from an Infringement of & unitary Community
intellectual properry tight, the law applicable shall,
for any guestion that is not governed by the relevant
Community instrument, be the law of the country in
which the act of infringement was commitcad,
3. ‘The law applicable under this Ardele may not be
derogated from by an agreement pursuant 1o Article
14,

3%
1. The law applicable to a non-contractual obligation
arising out of an act of unfair competition shall be the
law of the country; where competitive relations or the
collective interests of consumers are, or are likely
be, affected.
2. Where an act of unfair competton effects
exclusively the interests of a specific competitor, Article

4 shall appP'". . . .
To this regard, cf. Handig, “Neuves im Internationalen

Wettbewerbsrecht—Auswirkungen der Rom II Verordnung”
(2008) 1 G.RU.R. 24.

Article 15 of Regulation 864/07 provides a detailed
list, including: identification of the liable parties
and of the acts which they are called to answer
for (in short, existence and quantification of the
damage); interim measures to prevent damages or
set comnpensation terms; the parties entitled to obtain
damage compensation; and terms for the redemption
of obligations, including provisions concerning the
prescription and lapse thereof,

If the industrial property right enforced is a
Community trade mark or model, the law applicable
with regard to the extent of protection therecf—or in
relation to the infringement thereof—will be Regulation
40/94 of December 20, 1893 and Regulation 6/2002
of December, 12 2001, respectively. As to the other
aspects indicated above and referred to in art.15, by
contrast, Community trade marks and models will also
be subject to the law of the place where said maodels
have been infringed (see art.8.2).

How may a court apply the law of another

country?

The innovative extent of the Convention requires an
inevitable form of co-operation between parties and
courfs. One cannot reasonably think that in case an
Iwelian citizen is surnmoned before the Italian court
for torts occurred in the United States or in Peru,
for example, that the Tralian court will autonemously
examine the laws of the United States or Peru, although
with the co-operation of the consulates and/or embassies
of those countries,

In Italy, there have been many cases of cross-border
litigation {although not concerning matters of industrial
law). Specifically, in a case where the tort occurred in
Cametoon:

¢_ . for the purposes of the knowledge of the foreign law,
in addition to both the means indicated in international
conventions and any information obtained through the
Ministry of Justice, the Italian court may glso use any and
all information obtained through experts and specialised
bodies, as in order to secure the effectiveness of the foreign
law applicable, the court may resort (o any means—even
informal—and exploit the active role of the parties as a
useful means to obrain said information™.*
In the aforementioned case, then, it is necessary that
in matters of industrial law, too, by appealing to the
laws of either Peru or the United States, for example,
the parties to the suit submit both the related faws and
the judicial and juridical precedents referzring to said
laws, and—why not—that they start considering the
possibility of enlarging the panel of defence lawyers so
as to include European colleagues—certainly in cases
where proceedings concern the application of the law
of a Member State.* In case the proceeding will be
blocked, the judge may take the appropriate steps as
suggested by the Italian law (see above fn,32).

40 See Civil Supreme Court, February 26, 2002, No.2791.
41 Yuabult Flonsha Kabushiki Kaisha v Danons Nedoland B
[1998] E.T.M.R. 465,
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Regulation 864/2007 and the push towards
cross-border litigation

In the light of the above, Regulation 864/07 is expected
to be applied—at least initialiy—more easily in cases
where the defendant is sued pursuant to art.2 of
Regulation 44/0% rather than in cases where there is a
number of defendants sued pursuant to art.6.1, And this
is at least until local courts hold—also in consideration
of the innovative extent of the aforesaid Regulation
for the reasons above mentioned in—'“The innovative
extent of Regulation 864/07"” above—that the restriction
set by the decisions rendered by the ECJ in the Roche
and Luke cases is no longer applicable to legal actions
taken up pursuant to art,6.1 in matters of industrial law
(as the Hoge Raad scems to have already started doing
in the decision of November 30, 2007, even though
Regulation 864/07 was not effective or in force®).

Final remarks

Many objections have been raised against the Italian
legal system thas does not prosecute acts of infringement
committed by some local companies in a particulatly
severe mannetr, Without going into the derails of such
reprimand, should this be the case, then there might
be many cases where inevitably, within the meaning
of art.2, many Ialian alleged infringers could only be
sued in Italian courts to obtain cross-border decisions
against them. The Italian courts may then render
their decisions in actions of declaration of infringement
concerning infringing torts committed in the several
countries where the patent enforced has been validated.
Once the infringement has been declared, the courts
may condemn the infringer to damage compensation
according to the laws applicable in the individual
countries where the damage occurred. Accordingly, if
the infringing tort occurred in the United States, in
case of wilful infringement the court may also have to
consider the application of punitive damages,* although
within the fimits of art.26 of Regulation 864/07.%
However,, for many companies the bringing of actions
in Ttaly has some contra-indications. One relates to the
lengthy duration of proceedings in Italy; another is the
concern that local courts may be moved by a sort of
principle of faver ref, in favour of local companies.
As regards the first aspect, it should be pointed out
that the situation has considerably changed in the
past few vears. However, the undersigned author may
not be believed because of his inevitable bias. Yet,
different credibility may be indisputably attached 1o the
aforementioned decision rendered by the High Court of
Justice of London, dated March 6, 2008, according to

42 For a somehow critical interpretation of the EC] deci-
sions of July 13, 2007, see “Exclusive Jursdicdon and cross
border 1P (patent) infringement. Suggestions for amend-
ments of the Brussels I Regulation” (Max Planck Insti-
tut, December 20, 2006), hup:iwww. tvirnllpublicationsleachoud!
CLIP Brussels %201 pdf {Accessed February 12, 2009).

43 Tor all, see Court of Appeal of New Yerk, December 5,
2007,

44 'The application of the legal provisions of a country, set forth
in this Regulation, may be excluded enly where such application
would turn out to be clearly incompatible with the public order
of the Court.

which the judicial situation in Ttaly has definitely been
improving and is continuing to improve (para.13 of said
decision).¥ As to the second aspect, I recall that in
various cases Italian courts have been deemed to repress
certain unlawful conducts held by Italian companies
in & particularly severe manner, even more severely
than other European countries. Let us consider the
suppression of the production and marketing of bottles
of whiskey alleged to be of Scotch origin, whereas in
fact the whiskey is not. Well, this phenomenon exists in
many countries both inside and outside Europe. Indeed,
Italy is among the countries held to be more severe in
the suppression of said torts.* Perhaps the same does
not apply to damage compensation, Yet, in such case,
courts will apply the laws of the place in which the tort
accurs,

Besides, as regards patent infringement in Italy, one
must consider the particularly interesting aspect of the
possible plea of nullity which the alleged infringer may
raise.

The ECJ’s decision of July 13, 2006 {GAT v LuK) left
open the question of the judicial consequences within
each country in case before a Member State a plea of
nullity is raised with regard to a foreign patent for which
an action of infringement is brought.

It is likely that in the European countries there
will be a choice between the possibility that such
a plea be followed by cither the inadmissibility of
the dispute or the stay of the proceedings.”’ Besides,
thete are Huropean countries where in case a plea
of nullity is raised with regard to local patents or
trade marks, courts deny their jurisdiction, Let us
assume an action in the United Kingdom in which
infringement of a German patent is claimed. Should
a plea of nullity be subsequently raised before the
Bundespatentgerichi—Federal Patent Court—of Munich,
one may expect that the UK court either denies its
jurisdiction or at least stays proceedings in the United
Kingdom.

In Ttaly, similar cases occurred with regard to
competence, In other words, once an infringement
claim concerning a certain patent is filed, if the infringer
immediately afterwards files a counterclaim of nullity
pefare another court, then the court first seized is not
obliged to stay the infringement proceeding. This was
decided in the recent decision 24859 of November 22,
2006 rendered by the Supreme Court (an infringement
proceeding is not to be stayed where another proceeding
concerning the nullity of that same patent is pending) .*

In the light of the azbove, then, I wonder whether
non-BU companies (e.g. US, Japanese or Chinese
companies) may be spurred on and induced to take
legal actions with credible possibilities of favourable
decisions within reasonable time frames in Buropean

45 Italy was notoricusly stow, although it is our understanding
that things have impreved since then and are continulng to
improve,

46 For all, see the decisions referred to in "4 preliminary
injunction conceming unfair compatition in the alcohalic
beverages sector in Haly: The Scotch Whiskey Association”
[1996) ELP.R, 567,

47 ¢f, Schauwecker, “Zur internationale Zustandigkeit bei
Patenmvederyungklage” (2008) 2 GRUR Int. 101.

48 Supreme Court, November 22, 2006, N¢,24859 in Giust.
civ. Mass. 2006, 11,
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courts, inevitably including Italian courts. And this is
inevitable considering the fact that Italian courts may
apply the Ttalian law—which they know best and with
which they are more familiar—on the one hand, and the
certainly advantageous aspect of avoiding a proliferation
of legal disputes, thus saving both efforts and resources,
on the other hand. Besides, in this case, too, an acticn
brought directly in Italy would also aveid the risk of 2
possible (Italian) Torpedo action. Indeed, the plaindff
may even choose an Italian court that is particularly fast
in rendering decisions.

A further issue to be considered by non-EU
comtpanies in deciding whether to start litigation in the
Buropean Union is the difficulty of executing decisions
rendered outside the European Union. I saw in the past
that many US or Japanese companies were reluctant
ta start litigation in their country agsinst Buropean
companies (most of them were Italian). The problem of
evecution will be overtaken in case the litigation will be
started directly in Europe.
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